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Office Action Summary 



Jennifer K. Michener 



SCHALDACH ET AL. 



th the correspondence i 



1)^ Responsive to communication(s) filed 01 
2a)KI This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal 

closed in accordance with the practice under Ex parte Quayle, 1935 

Disposition of Claims 

4) CE] Claim(s) 1-8.10.16-29 and 37-45 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn frorr 

SM Claim(s) 44 is/are allowed. 

6) K Claim(s) 1-8.10.16-29.37-43 and 45 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or electii 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)0 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 



Priority ur 



:r 35 U.S.C. §119 



119(a)-(d) or(f). 



2)H Acknowledgment is made of a claim for foreign priority under : 
a)BAII b)Q Some * c)D None of: 

1 M Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Patent Drawing Review (PTO-948) 
tatement(s) (PTO-1 449 or PTCVSB/08) 
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DETAILED ACTION 

Election/Restrictions 

1 . Examiner notes Applicant's election of Group II and cancellation of non- 
elected claims. 

Claim Objections 

2. The objection to claim 1 is withdrawn due to Applicant's amendment. 

Claim Rejections - 35 USC § 102 

3. The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. 

4. Claims 1, 2, 4-6, 10, 17, 19, 21, 23, 37 and 45 are rejected under 35 
U.S.C. 102(b) as being anticipated by Boatman et al. 5,632,771. 

The rejection of claims 1,2, 4-6, 10, 17, 19, 21, and 23 is maintained. 
As necessitated by amendment, claim 45 is added to this rejection for the same 
reasons as applied to claim 1 and because the 0.01" diameter marker particle of 
Boatman qualifies as a solid "granular" material, the newly-added subject matter 
of this new claim. 

As necessitated by amendment, claim 37 is added to this rejection because the 
local heating causes a "weld" of the marker in the eyelet. 
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5. Claims 1, 2, 4, 37, and 45 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Berry (WO 99/151 08). 

The rejection of claims 1, 2, and 4 is maintained. 

As necessitated by amendment, claim 45 is added to this rejection for the same 
reasons as applied to claim 1 and because the 0.018" spherical marker particle 
of Berry qualifies as a solid "granular" material. 

As necessitated by amendment, claim 37 is added to this rejection because the 
local heating causes a "weld" of the marker in the eyelet. 

6. Claims 1-2, 4-6, 10, 17, 19, 21, 23, 29, 37, 38, 40, and 42 are rejected 
under 35 U.S.C. 102(b) as being anticipated by Globerman (WO 97/33534). 
Examiner maintains the rejection of claims 1-2, 4-6, 10, 17, 19, 21, 23, and 29. 
As necessitated by amendment, claim 45 is added to this rejection for the same 
reasons as applied to claim 1 and because the rivet marker article of Berry 
qualifies as a solid "granular" material. 

As necessitated by amendment, claim 37 is added to this rejection because the 
local heating causes a "weld" of the marker in the eyelet. 

As necessitated by amendment, claims 38, 40, and 42 are added to this rejection 
because, as outlined in the previous office action, Globerman teaches laser 
radiation as the local form of energy applied. 
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Claim Rejections - 35 USC § 103 

7. The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. 

8. Claims 3, 16, 18, 20, 22, 24, 39, 41, and 43 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Boatman in view of Hossainy (US 6,379,381 ). 
Examiner maintains the rejection of claims 3, 16, 18, 20, 22, and 24. 

As necessitated by amendment, claim 39 is added to this rejection for the same 
reason that claim 37 was added to the 102 rejection above, as claim 39 is 
dependent upon claim 16, rejected herein. 

As necessitated by amendment, claims 41 and 43, depending respectively on 
rejected claims 22 and 24 above, are added to this rejection. Boatman teaches 
welding and melting in place the marker material in the local region of the eyelet. 
While Boatman in view of Hossainy fail to specifically teach that this local 
application of energy is performed by a laser, it is the Examiner's position that it 
would have been obvious to an ordinary artisan to select a laser for local 
application of energy based on the well-known methods of applying energy 
known in the prior art, such as taught by Globerman, outlined above, and cited 
here merely as a showing of what is well-known in the art. 

9. Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Globerman. 
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10. Claims 7, 25, and 27 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Globerman in view of Braun et al. (6,162,244) 
Examiner maintains the rejection. 

1 1 . Claims 26 and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Boatman in view of Hossainy as applied to claims 3, 16, 18, 
20, 22, and 24 above, and further in view of Braun. 

Examiner maintains the rejection. 

Allowable Subject Matter 

12. New claim 44 is allowed for those reasons outlined in the previous office 
action regarding claim 9. 

Response to Arguments 

13. Applicant's arguments filed 3/31/2004 have been fully considered but they 
are not persuasive. 

Applicant argues that the references fail to teach a granular material as required 
by newly-added claim 44. 

Examiner has addressed this argument within the rejections above. 
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Applicant does not provide arguments regarding the originally-filed claims. 
Therefore, Examiner maintains these rejections. 

Conclusion 

14. Applicant's amendment necessitated the new ground(s) of rejection 
presented in this Office action. Accordingly, THIS ACTION IS MADE FINAL. 
See MPEP § 706.07(a). Applicant is reminded of the extension of time policy as 
set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory 
action is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be 
calculated from the mailing date of the advisory action. In no event, however, will 
the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

1 5. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Jennifer K Michener whose telephone 
number is (571) 272-1424. The examiner can normally be reached on Monday 
through Thursday and alternate Fridays. 
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Art Unit: 1762 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Shrive P. Beck can be reached on 571-272-1415. The 
fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 




Jennifer Kolb Michener 
Patent Examiner 
Technology Center 1700 
June 6, 2004 



